THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SACH O SASAKI
H ROSH NOU, MASAH RO WANOU
and MASATOSH Kl MJURA

Appeal No. 96-3392
Application 08/121, 512!

ON BRI EF

Bef ore BARRETT, FLEM NG and CARM CHAEL, Adninistrative Patent

Judges.
BARRETT, Adninistrative Patent Judge.

1 Application for patent filed Septenber 16, 1993,
entitled "I mage Form ng Apparatus,” which clains the foreign
filing priority benefit under 35 U S.C. 8§ 119 of Japanese
Application 5-85684, filed March 19, 1993.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner's final rejection of clains 1-6, 8-12, 14-17,
19- 26, 28, 30-33, 35-39, and 41. dainms 7, 13, 18, 27, 29,
34, and 40 are indicated to contain allowabl e subject matter.
We affirm

BACKGROUND

The disclosed invention is directed to an i nage form ng
apparatus, such as a copyi ng machi ne, capable of effecting
control of the bias voltage to the devel oper to prevent
adhesi on of toner to an uncharged region of the photosensitive
drum This elimnates unnecessary toner on the photosensitive
drumto prevent waste and to prevent contam nation of the
paper and the transfer roller.

Claim1 is reproduced bel ow.

1. An image form ng apparatus for formng an i mage
on a sheet, conprising:

an endl ess latent inmage carrier;
means for charging said |atent inmage carrier;

means for formng a latent image on said | atent
i mage carrier charged;

means for developing the latent inmage fornmed on said
|atent image carrier with a one-conponent devel oper by
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suppl ying the devel oper to said |atent inmage carrier

under application of a devel oping bias voltage, said

devel opi ng neans being positioned at a fixed position
bot h during devel opi ng operation and during non-

devel opi ng operati on;

means for transferring the i nmage devel oped on said
| atent image carrier to the sheet;

means for rotating said |atent imge carrier and
al so driving said devel oping nmeans to supply the
devel oper to said latent image carrier; and

a controller for sequence-controlling said driving
means, said charging neans and sai d devel opi ng nmeans so
that the application of the devel oping bias voltage to
sai d devel oping neans is started a predeterm ned tine
after the rotation of said |latent imge carrier and the
drive of said devel opi ng neans and al so the charging
operation of said chargi ng neans have been start ed.

The exam ner relies on the follow ng references:

Kohyama 5,148, 219 Sept enber 15,
1992
Kur okawa et al. (Kurokawa) 5, 155,533 Cct ober 13,
1992
Ni shio et al. (Nishio) 5,164,773 Novenber 17,
1992
Yokoyama et al. (Yokoyama) 5, 283,615 February 1,
1994
Mokusu et al. (Mokusu)? 2-148076 June 6, 1990

2 The abstract lists the inventor's nane as "Hirok
Ki su" and "Kisu" is the nane used by the exam ner in the
rejection. The translation provided by the Scientific and
Technical Information Center (S.T.1.C.) Translations Branch of
the Patent and Trademark O fice lists the inventor as "Hi rok
Mokusu." We use the nanme "Mkusu (Kisu)." A copy of the
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(Japanese Kokai)

Clainms 1-4, 9, 10, and 15 stand rejected under 35 U. S. C

8 103 as bei ng unpat ent abl e over Kurokawa.

Clainms 20-22, 24, 31, and 37 stand rejected under

35 U.S.C. §8 103 as bei ng unpatentabl e over Yokoyansa.

Claims 5, 11, and 16 stand rejected under 35 U S.C. § 103

as being unpatentabl e over Kurokawa and Mokusu (Kisu).

Clainms 6, 12, and 17 stand rejected under 35 U S.C. § 103

as being unpat ent abl e over Kurokawa and N shi o.

Clainms 8, 14, and 19 stand rejected under 35 U S.C. § 103

as bei ng unpat ent abl e over Kohyama and Kurokawa.

Clainms 23, 30, and 36 stand rejected
8 103 as bei ng unpatentabl e over Yokoyama
Clainms 25, 32, and 38 stand rejected
8 103 as bei ng unpatentabl e over Yokoyama
Clainms 26, 33, and 39 stand rejected
8 103 as bei ng unpatentabl e over Yokoyama

Clainms 28, 35, and 41 stand rejected

under 35 U. S.C
and Kur okawa.
under 35 U. S.C
and Mokusu (Kisu).
under 35 U. S.C
and Ni shi o.

under 35 U.S.C.

8§ 103 as being unpatentabl e over Kohyama and Yokoyana.

transl ati on acconpani es this deci sion.
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W refer to the Final Rejection (Paper No. 8) (pages
referred to as "FR__") and the Exam ner's Answer (Paper No.

17) (pages referred to as "EA

") for a statenent of the
exam ner's position and to the Substitute Brief filed
Decenber 20, 1995, (Paper No. 16) (pages referred to as
"Br__") for a statenent of appellants' position.
OPI NI ON

We sustain the rejections based on the detail ed reasons
of the exam ner in the Final Rejection and the Exam ner's
Answer, as el aborated on bel ow.

G oupi ng of clains

Appel  ants argue that none of the rejected clains stand
or fall together with any other clains (Br1l0). Neverthel ess,
whi | e appell ants have devoted separate sections of their brief
to the various rejections, appellants have not argued the
merits of the rejections as required by Patent and Trademark
Ofice (PTO rules. See 37 CFR 88 1.192(c)(7), (c)(8)(iv)
(1995). We address the insufficiencies of appellants’
argunents in the separate sections. W do not | ook for
di fferences beyond those which are discussed in appellants'

brief and do not address argunents that have not been made.
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Cf. Inre Baxter Travenol Labs., 952 F.2d 388, 391,

21 USPQ2d 1281, 1285 (Fed. Cir. 1991) ("It is not the function
of this court to examne the clains in greater detail than
argued by an appellant, |ooking for nonobvi ous distinctions

over the prior art."); In re Wseman, 596 F.2d 1019, 1022,

201 USPQ 658, 661 (CCPA 1979) (argunents nust first be
presented to the Board before they can be argued on appeal).
The exam ner correctly points out (EA2-3) that appellants
do not address the secondary references and argue that the
dependent cl ains are patentabl e because they depend on a
presunmabl y al |l owabl e i ndependent claim The clains stand or

fall together with independent clains 1 and 20.

Cains 1-6, 8-12, 14-17, and 19

Clains 1-4, 9, 10, and 15 -- Kurokawa

Kur okawa descri bes a two-conponent devel oper as a m xture
of toner and carrier particles (col. 1, lines 19-20). One-
and two-conponent devel opers use different devel oper
conpositions and may use different apparatus to apply the
toner, but both apply a bias to the devel oper to charge the

toner and both have the sane problem of depositing toner on
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t he uncharged non-i nage portion of the drum Kurokawa

di scl oses applying the bias application voltage to the

devel oper a predetermned tinme after starting rotation of the
|atent image carrier and starting charging of the carrier
(figure 9) for the sanme purpose of elimnating deposition of
devel oper on the non-inmage area as appellants' invention. The
exam ner found that the sole difference between Kurokawa and
the subject matter of claiml is that claim1 recites a

one- conponent devel oper and Kurokawa di scl oses a two-conmponent
devel oper. The exam ner concluded that "it woul d have been
obvi ous to one of ordinary skill in the art to use a

one- conponent devel oper instead of a two-conponent devel oper
since the use of one-conponent devel opers is [sic, was]
extrenely well known in the art and the applicant has not

di scl osed that the use of such developers is critical to the
proper functioning of the invention" (FR4). W agree. Since
bot h one-conponent and two-conponent systens use bias
application to control deposition of toner, and since both
suffer fromthe same probl em of excess toner being deposited
on the non-inmage portion of the drum one of ordinary skill in

the image formng art woul d have been notivated to apply the



Appeal No. 96-3392
Application 08/121, 512

bi as application timng control system of Kurokawa to a
one- conponent devel oper system The exam ner has established
a prima faci e case of obviousness.

Appel l ants argue that "[a] conventional devel oping unit
of a two-conmponent devel oper has a mechani smfor bringing the
devel opi ng neans into and out of contact with a |l atent inmge
carrier” (Brll) and "suffers fromthe problemthat the
mechani sm becones | arge-si zed and costly" (Brll). Appellants
argue that the clainmed one-conponent devel oper "enabl es the
devel opi ng neans to be always placed at the fixed position ..
and therefore becones snaller-sized and | ess costly" (Brll).
Appel | ants argue that Kurokawa does not disclose or suggest
(1) "adopting the devel oping unit of a one-conponent
devel oper” (Brl12), and (2) "the devel oping unit of a one-
conmponent devel oper wherein no nmechanismto nove the
devel oping neans is required" (Brl2). These argunents do not
address the examiner's rejection, m sapprehend the teachings
of Kurokawa, and are not persuasive.

Appel I ants argue that Kurokawa "does not disclose or
suggest adopting the devel oping unit of a one-conponent

devel oper™ (Brl1l2), i.e., that Kurokawa does not expressly
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teach a one-conponent devel oper. This does not address the
exam ner's reasoning that one-conponent devel opers were wel |
known in the image formng art and that it would have been
obvious to apply the bias application control technique of

Kur okawa to a one-conponent devel oper for the purpose of

sol ving the sane contam nation problem The express teachings
of a reference are not determ native of obviousness, which
must be viewed by the hypothetical person of ordinary skill in

the art. 35 U S.C. § 103(a); Inre Keller, 642 F.2d 413, 425,

208 USPQ 871, 881 (CCPA 1981) (the test for obviousness is
what the conbi ned teachings of the references would have
suggested to those of ordinary skill in the art). The reason,
suggestion, or notivation for a nodification may cone from
what is known to the person of ordinary skill as well as from

a specific teaching in a reference. See In re Cetiker,

977 F.2d 1443, 1448, 24 USPQ2d 1443, 1446-47 (Fed. Cr. 1992)
(Nies, CJ., concurring) ("I believe it would better reflect
t he concept of obviousness to speak in terns of 'fromthe
prior art' rather than sinply "in the prior art.' The word
"from expresses the idea of the statute that we nust | ook at

obvi ousness i ssue through the eyes of one of ordinary skill in
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the art and what one woul d be presuned to know with that

background."); Pro-Mdld and Tool Co. v. Geat Lakes Plastics

Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1630 (Fed. Cr

1996) (A suggestion to conbine or nodify "may cone expressly
fromthe references thenselves. It may conme from know edge of
those skilled in the art that certain references, or

di sclosures in the references, are known to be of speci al
interest or inportance in the particular field. It may al so
come fromthe nature of a problemto be solved, |eading
inventors to look to references relating to possible solutions
to that problem™ (G tations omtted.)). A conclusion of

obvi ousness may be nade from conmon know edge and conmobn sense
of the person of ordinary skill in the art w thout any
specific hint or suggestion in a particul ar reference.

In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA

1969). Appellants have not provided any reasons why it would
have been nonobvi ous to one of ordinary skill in the imge
formng art to apply the bias application timng control
devi ce of Kurokawa to a one-conponent devel oper.

Appel  ants argue that a conventional two-conponent

devel oper has a nechani smfor noving the devel oper into and
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out of contact with the photosensitive drum (Brl1ll) and that
Kur okawa does not "di scl ose or suggest the devel oping unit of
a one-conponent devel oper wherein no nmechanismto nove the
devel oping neans is required" (Brl2). These argunents inply
that a characteristic feature of two-conponent devel opers is
that they nove into and out of position and, therefore, the
devel oper in Kurokawa is not positioned at a fixed | ocation
during devel opi ng and non-devel opi ng operations. These
arguments are unpersuasi ve.

There is no absolutely no indication that the devel opi ng
unit 18 in the prior art in Kurokawa (figure 1) or the
devel oping unit 38 in the invention of Kurokawa (e.g.,
figures 5 or 8) noves into and out of position. The
devel opi ng sl eeve 38b of the developing unit 38 is not in
contact the surface of the drum but this is the way this
devel oper works as described in Yokoyama;, the sleeve is not a
roll er and does not nove into and out of contact. Kurokawa
di scl oses that a developing roller is an alternative to a
devel opi ng sl eeve (col. 1, lines 20-22). The reason for the
prior art noving the devel oper into and out of contact with

the drum as described by appellants, is to avoid depositing
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toner on the non-image areas of the photosensitive drum
Si nce Kurokawa provides a bias application timng control to
elimnate the deposition of devel oper on the non-image area,
there is no reason why it would al so nove the devel oper

In addition, the fact that sonme two-conponent devel opers
move into and out of position does not nean that all do.
Thus, there is no suggestion that Kurokawa's devel oper noves.
In the background of the invention, appellants describe prior
art techniques to solve the problem of toner adhering to the
uncharged region. One conventional technique is a mechani sm
for bringing the developing unit into contact with the
phot osensitive drumwhen printing is to be carried out and
nmoving the unit away fromthe drum when printing is not
carried out (specification, page 5 line 18 to page 6,
line 2); the mechanismis said to be conplicated and costly
(specification, page 6, lines 16-25). This appears to be the
novabl e prior art devel oper referred to by appellant.
However, we find nothing that suggests this technique is a
characteristic feature of two-conponent devel opers, as inplied
by appellants. Since the purpose of noving the devel oper is

to overcone the problem of depositing toner on the non-inage
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areas of the photosensitive drum then surely there are

devel opers that have a fixed position. The prior art

devel oping unit is described as a "two-conponent devel opi ng

unit, a magnetic, single-conponent devel oping unit,

non- magneti ¢ si ngl e-conponent devel oping unit, etc.”

(specification, page 2, lines 17-19), which indicates that the

nmovi ng techni que was applicable to all types of devel oping

units, including one-conponent devel opers, to overcone the

probl em of applying charged toner to the non-inage areas of

t he photosensitive drum Therefore, appellants have not shown

that the two-conponent devel oper in Kurokawa is novabl e.
Appel I ants have not persuaded us that the exam ner erred.

The rejection of clains 1-4, 9, 10, and 15 i s sustai ned.

Clains 5, 11, and 16 -- Kurokawa and Mkusu (Ki su)

Anot her adm ttedly conventional technique for preventing
residual toner fromadhering to the transfer roller and
causi ng the paper to be stained during the subsequent printing
process is a mechanismfor bringing the transfer roller into
and out of contact with the photosensitive drumas taught in

Mokusu (specification, page 5, lines 11-17; page 6,
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lines 3-15; page 6, line 26 to page 7, line 3), as applied in
the rejection of clains 5, 11, and 16.

Appel I ants repeat the rejection, but do not address the
exam ner's reasons (Br14-15). Appellants argue that the
clainms are dependent on claiml1l, which is considered to be
al l owabl e, and they should be allowable therewith (Brl5).
These argunents do not conply with the PTO requirenents for
clains to be considered separately argued. See 37 CFR
§ 1.192(c)(8)(iv) (1995). Therefore, clains 5 11, and 16 are
presuned to stand or fall together with claim 1, from which
they indirectly depend. The rejection of clainms 5, 11, and 16

i S sustai ned.

Cains 6, 12, and 17 -- Kurokawa and N shio

Appel l ants argue that clains 6, 12, and 17 are dependent
on claim1, which is considered to be allowable, and they
shoul d be allowable therewith (Brl5). Thus, clains 6, 12, and
17 have not been separately argued, 37 CFR 8 1.192(c)(8)(iv),
and are presuned to stand or fall together with claim1l, from
which they directly or indirectly depend. The rejection of

clainse 6, 12, and 17 is sustai ned.
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Clains 8, 14, and 19 -- Kohyama and Kur okawa

Appel  ants' argunents regarding clains 8, 14, and 19 are
in the nature of a description of the invention and do not
address the nerits of the examner's rejection. Appellants do
not point to any error in the examner's reasoning that "[i]t
woul d have been obvious at the tine the invention was nade to
a person having ordinary skill in the art to provide the
cl eanerl ess i mage form ng apparatus disclosed in Kohyama with
a sequence controller as disclosed in KUROKAWA ET AL. for the
purpose of mnimzing toner [sic] unwanted toner usage" (FR7).
Because appel | ants have not argued any error in the examner's
findings of fact or conclusions of law, the rejection of

clainse 8, 14, and 19 is sustai ned.

Cains 20-26, 28, 30-33, 35-39, and 41

Cains 20-22, 24, 31, and 37 -- Yokovanma.

Yokoyanma di scl oses an inmage form ng apparatus having two
t wo- conponent devel opers, for two different colors. Yokoyama
is directed to separating out and collecting the toner from
the first devel oper that is scraped off in the second

devel oper. The devel opers are shown to be of the magnetic

- 15 -



Appeal No. 96-3392
Application 08/121, 512

brush type as shown in figures 2 and 3, which does not change
position. As shown in figure 10, "the drive of the devel oping
means [1ST DEVELOP. DEVICE (3)] and the application of the
devel opi ng bias voltage to said devel opi ng neans [ Bl AS SW]

are started a predetermned tinme after the rotating of said

| atent image carrier [PHOTOSENSI TI VE MEMBER] and the charging
operation of said charging neans [1ST CHARGER (2)] have been
started,"” as recited in claim20.

Appel I ants' argunents (Br12-14, Issue V(B)) are
essentially identical to the argunments with respect to claim1
and are unconvincing for the same reasons. Appellants have
not rebutted the examner's position that it would have been
obvious to apply the delay system of Yokoyama to a one-
devel oper system There is no suggestion that the
t wo- conponent devel opers in Yokoyana nove into and out of
position as inplied by appellants. The rejection of

clains 20-22, 24, 31, and 37 is sustained.

Clains 23, 30, and 36 -- Yokoyama and Kur okawa

Appel l ants' argunments regarding clains 23, 30, and 35

(Br17-18, Issue V(F)) are in the nature of a description of
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the invention and do not address the merits of the exam ner's
rejection. Appellants refer to the two-conponent devel oper in
Yokoyama and Kurokawa, which limtation has been di scussed
with respect to the rejection of clains 1 and 20. Because
appel l ants have not argued any error in the examner's
findings of fact or conclusions of law, the rejection of

clains 23, 30, and 36 i s sustai ned.

Clains 25, 32, and 38 -- Yokoyama and Mkusu (Ki su)

Appel  ants' argunents regarding clains 25, 32, and 38
(Br18-20, Issue V(G) are in the nature of a description of
the invention and a restatenent of the rejection, but do not
address the nerits of the examner's rejection. Appellants’
argunent that clains 25, 32, and 38 are patentabl e because
t hey depend on claim20 (Br20) does not address the rejection.
Because appel | ants have not argued any error in the examner's
findings of fact or conclusions of law, the rejection of

clains 25, 32, and 38 i s sustai ned.

Clains 26, 33, and 39 -- Yokovanma and Ni shio
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Appel I ants' argunents regarding clainms 26, 33, and 39
(Br20, Issue V(H)) state that "[t]he subject matter in these
clainms is simlar to that described with regard to C ains 5,
11, and 16 ... [and] are also considered to patentably
di stingui sh over the applied conmbination of references for the
same reasons.” Clains 5 11, and 16 do not contain the sane
subject matter. Appellants probably nmean to refer to clains
6, 12, and 17. However, since no argunent was provided with
respect to the rejection of clainms 5, 11, and 16 or clains 6,
12, and 17, appellants nowhere address the nerits of the
exam ner's rejection. Because appellants have not argued any
error in the examner's findings of fact or concl usions of

law, the rejection of clains 26, 33, and 39 is sustained.

Clains 28, 35, and 41 -- Kohyvama and Yokovanm

Appel l ants' argunents regarding clains 28, 35, and 41
(Br20-21, Issue V(I)) state that "[t]he subject matter in
these clains is simlar to that described with regard to
Claims 6, 12, and 17 ... [and] are considered to patentably
di stingui sh over the applied conmbination of references for the

sane reasons.” Cains 6, 12, and 17 do not contain the sane
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subject matter. Appellants probably nmean to refer to clains
8, 14, and 19. However, since no argunent was provided with
respect to the rejection of clainms 6, 12, and 17 or clainms 8,
14, and 19, appellants nowhere address the nerits of the
exam ner's rejection. Because appellants have not argued any
error in the examner's findings of fact or concl usions of

law, the rejection of clains 28, 35, and 41 is sustai ned.
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CONCLUSI ON

The rejections of clainms 1-6, 8-12, 14-17, 19-26,
28, 30-33, 35-39, and 41 are sustai ned.
No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
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